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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1, 28, 36, 40, 41, and 49 are rejected under 35 U.S.C. 102(e) as being anticipated 
by U.S. Patent Number 6,219,696 to Wynblatt et al.. 

3. As to claim 36, Wynblatt teaches messaging software for producing and sending a 
message that appear of the screen on the.screen of end-user computers (col. 2, lines 22-48), said 
messaging software stored in a server computer accessible via a network (col. 2, lines 22-48), 
said messaging software comprising: a means for inputting the message to be transmitted to and 
displayed on the end-user computers (col. 2, lines 22-48), said banner software is in machine 
readable format having a banner display means for displaying a banner on a screen on an end- 
user computer (col. 3, lines 66-67 and col. 4, lines 1-9), said banner display means having a 
menu display means for presenting a menu of navigation options when an end-user clicks on said 
banner, and at least a portion of said navigation options are URLs on a network to which the en- 
user computer is connectable (col. 4, lines 62-67 and col. 5, lines 1-8), and a means for 
displaying the message when the banner is displayed on a screen on an end-user computer (col. 
5, lines 9-33). 
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4. As to claims 1 and 41, they have the same limitations as claim 36 and are rejected for the 
same reasons as claim 36. 

5. As to claim 40, Wynblatt teaches publishing software for producing and changing banner 
software, said publishing software stored in a server computer accessible via a network (col. 5, 
lines 49-60), said publishing software comprising: a template means for selecting navigation 
options for the banner software (col. 5, lines 49-67 and col. 6, lines 1-25), wherein the banner 
software is in machine readable format having a banner display means for displaying a banner on 
a screen on an end-user computer (col. 2, lines 22-48), said banner display means having a menu 
display means for presenting a menu of navigation options when an end-user clicks on said 
banner, and at least a portion of said navigation options are URLs on a network to which the end- 
user computer is connectable (col. 4, lines 62-67 and col. 5, lines 1-8), a means for storing the 
banner software on the server computer (col. 2, lines 22-48), and a means for distributing the 
banner software from the server computer to said end-user computer (col. 2, lines 22-48). 

6. As to claims 28 and 49, they feature the same limitations as claim 40 and are rejected on 
the same basis as claim 40. 

7. Claims 1-4, 7-19, 21-27, 28-29, 31-34, 36-37, and 40-53 are rejected under 35 
U.S.C. 102(e) as being anticipated by U.S. Patent Number 6,182,050 to Ballard. 

8. As to claim 36, Ballard teaches messaging software for producing and sending a message 
that appear of the screen on the screen of end-user computers, said messaging software stored in 
a server computer accessible via a network (col. 6, lines 25-39), said messaging software 
comprising: a means for inputting the message to be transmitted to and displayed on the end-user 
computers (col. 11, lines 1-27), said banner software is in machine readable format having a 
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banner display means for displaying a banner on a screen on an end-user computer, said banner 
display means having a menu display means for presenting a menu of navigation options when 
an end-user clicks on said banner (col. 10, lines 1-25), and at least a portion of said navigation 
options are URLs on a network to which the en-user computer is connectable, and a means for 
displaying the message when the banner is displayed on a screen on an end-user computer (col. 
10, lines 1-25). 

9. As to claims 1 and 41, they have the same limitations as claim 36 and are rejected for the 
same reasons as claim 36. 

10. As to claim 2, Ballard teaches the software of claim 1, further comprising a means for 
monitoring end-user's behavior regarding accessing said banner, a means for maintaining local 
event statistics database of said end-user's behavior regarding accessing said banner, and a 
means of transmitting information in said local event statistics database to a server computer on 
said network (col. 8, lines 7-21). 

11. As to claim 3, Ballard teaches the software of claim 2 wherein said local event statistics 
database includes the number of times said banner was accessed by the end-user (col. 8, lines 7- 
21). 

12. As to claim 4, Ballard teaches the software of claim 3 wherein said local event statistics 
database further includes URL's on a network to which end-user computer has been directed 
through a choice from said menu of navigation options (col. 10, lines 1-25). 

13. As to claim 7, Ballard teaches the software of claim 1 wherein said options further 
include one or more addresses to files stored on fixed storage means for fixedly storing files on 
the end-user computer (col. 12, lines 41-67). 
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14. As to claim 8, Ballard teaches the software of claim 7 wherein said fixed storage means 
include hard drives and CD-ROM drives (col. 6, lines 1-23). 

15. As to claim 9, Ballard teaches the software of claim 1 further comprising a means for 
detecting a network connection and executing a transaction with a network server to determine if 
at least one of said banner and said navigation options should be updated (col. 11, lines 1-27). 

16. As to claim 10, Ballard teaches the software of claim 9 further comprising a means for 
updating said banner and said navigation options (col. 11, lines 1-27). 

17. As to claims 1 1-13, they feature the same limitations as claims 2-4 and are rejected for 
the same reasons as claims 2-4. 

18. As to claims 14-15, they feature the same limitations as claims 7-8 and are rejected for 
the same reasons as claims 7-8. 

19. As to claim 16, Ballard teaches the software of claim 1 further comprising a banner 
updating means for allowing a publisher to change said navigation options. 

20. As to claims 17-19, they feature the same limitations as claims 2-4 and are rejected for 
the same reasons as claims 2-4. 

21. As to claims 21-22, they feature the same limitations as claims 7-8 and are rejected for 
the same reasons as claims 7-8. 

22. As to claim 23, it features the same limitations as claim 9 and is rejected for the same 
reasons as claim 9. 

23. As to claim 24, it features the same limitations as claim 10 and is rejected for the same 
reasons as claim 10. 
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24. As to claims 25-27, they feature the same limitations as claims 2-4 and are rejected for 
the same reasons as claims 2-4. 

25. As to claim 40, Ballard teaches publishing software for producing and changing banner 
software, said publishing software stored in a server computer accessible via a network, said 
publishing software comprising: a template means for selecting navigation options for the banner 
software (col. 10, lines 1-25), wherein the banner software is in machine readable format having 
a banner display means for displaying a banner on a screen on an end-user computer (col. 10, 
lines 1-25), said banner display means having a menu display means for presenting a menu of 
navigation options when an end-user clicks on said banner, and at least a portion of said 
navigation options are URLs on a network to which the end-user computer is connectable (col. 
10, lines 1-25), a means for storing the banner software on the server computer, and a means for 
distributing the banner software from the server computer to said end-user computer (col. 8, lines 
63-67 and col. 9, lines 1-21). 

26. As to claims 28 and 49, they feature the same limitations as claim 40 and are rejected on 
the same basis as claim 40. 

27. As to claim 29, it features the same limitations as claim 7 and is rejected for the same 
reasons as claim 7. 

28. As to claim 31, Ballard teaches the software of claim 28 further comprising a banner 
selection means for selecting a banner image file for the banner display means to display as the 
banner (col. 13, lines 3-25). 
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29. As to claim 32, Ballard teaches the software of claim 28 further comprising an 
installation means for installing the banner software in an application (col. 8, lines 63-67 and col. 
9, lines 1-21). 

30. As to claim 33, it features the same limitations as claim 10 and is rejected for the same 
reasons as claim 10. 

31. As to claim 34, Ballard teaches the software of claim 33 further comprising an alerting 
means for alerting the end-user that the banner software has been changed on the end-user 
computer (col. 12, lines 30-67). 

32. As to claim 37, it features the same limitations as claim 34 and is thus rejected for the 
same reasons as claim 34. 

33. As to claims 42-48, they feature the same limitations as claims 2-4, 7-8 and 10-11, 
respectively and are thus rejected for the same reasons as claims 2-4, 7-8 and 10-11. 

34. As to claims 50-51, they feature the same limitations as claims 10-1 1 and are rejected for 
the same reasons as 10-11. 

35. As to claim 52, Ballard teaches the system of claim 51, further comprising messaging 
software operable on said server computer for producing and sending a message that appears on 
the screen of end-user computers having said banner software installed and a means for 
displaying said message when said banner is displayed on a screen on an end-user computer (col. 
11, lines 1-27). 

36. As to claim 53, it features the same limitations as claim 34 and is thus rejected for the 
same reasons as claim 34. 
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37. Claims 56-57 and 61-62 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent Number 6,493,702 to Adar et al.. 

38. As to claim 56, Adar teaches software stored in machine readable format comprising: a 
means for displaying an icon on a screen on an end-user computer said icon operable to launch 
the software (col. 6, lines 35-46), a means for accessing and displaying data on said end-user 
computer (col. 6, lines 35-46), a means for detecting a network connection and executing a 
transaction with a network server to determine if at least some of said data should be updated 
(col. 6, lines 35-46), a means for executing said transaction and updating said data, and an 
alerting means for alerting an appearance of said icon on said screen after said data is updated 
(col. 6, lines 35-46). 

39. As to claim 57, Adar teaches the software as claimed in claim 56 wherein said data is 
stored on said end-user computer (col. 6, lines 35-46). 

40. As to claim 61, Adar teaches the software as claimed in claim 56 wherein said alerting 
means further comprises a means of returning appearance of said icon on said screen to an 
unaltered appearance after updated data has been displayed on said screen, said altered 
appearance being the same as before said appearance was altered (col. 6, lines 35-46). 

41. As to claim 62, Adar teaches the software as claimed in claim 61 wherein said data is 
stored on said end-user computer (col. 6, lines 35-46). 

Claim Rejections - 35 USC § 103 

42. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

43. Claims 2-4, 11-13, 17-19, 25-27 and 42-44 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent Number 6,219,696 to Wynblatt et al. in view of U.S. Patent 
Number 5,960,409 to Wexler. 

44. As to claim 2, Wynblatt teaches claims 1, 28, 36, 40-41, and 49; however Wynblatt does 
not teach a statistical database. 

Wexler teaches software comprising a means for monitoring end-user's behavior 
regarding accessing a banner, a means for maintaining a local event statistics database of the 
end-user's behavior regarding accessing the banner (col. 5, lines 24-45), and a means of 
transmitting information in the local event statistics database to a server computer on a network 
(col. 5, lines 66-67 and col. 6, lines 1-9). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of invention to combine the teachings of Wynblatt regarding displaying banners with the 
teachings of Wexler regarding the tracking of end-user statistics because statistics provide 
advertisers with useful information (Wexler, col. 2, lines 20-29). 

45. As to claim 3, Wexler teaches software wherein a local event statistics database includes 
the number of times a banner was accessed by the end-user (col. 5, lines 66-67 and col. 6, lines 
1-9). 

46. As to claim 4, Wexler teaches software wherein a local event statistics database further 
includes URLs on a network to which end-user computer has been directed (col. 5, lines 24-65). 
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47. As to claims 11-13, 17-19, 25-27 and 42-44, they feature the same limitations as claims 
2-4 and are rejected on the same basis as claims 2-4. 

48. Claims 5-6 and 20 rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent Number 6,219,696 to Wynblatt et al. in view of U.S. Patent Number 5,960,409 to Wexler 
in further view of U.S. Patent Number 5,742,768 to Gennaro et al.. 

49. As to claim 5, the teachings of the Wynblatt- Wexler combination combine to make claim 
2 obvious; however neither Wynblatt nor Wexler teach the use of nested menus. 

Gennaro teaches the use of nested menus in a menu of navigation options (col. 5, lines 6- 



It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of the Wynlatt- Wexler combination regarding a 
system for displaying banners with the teachings of Gennaro regarding the nesting of menus 
because menus provide a user with an easy and efficient way to access a webpage (Gennaro, col. 
5, lines 27-42). 

50. As to claim 6, the teachings of the Wynblatt- Wexler combination combine to make claim 
2 obvious; however neither Wynblatt nor Wexler teach the use of cascaded menus. 

Gennaro teaches the use of cascaded menus in a menu of navigation options (col. 5, lines 



It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of the Wynlatt- Wexler combination regarding a 
system for displaying banners with the teachings of Gennaro regarding the cascaded of menus 



42). 



6-42). 
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because menus provide a user with an easy and efficient way to access a webpage (Gennaro, col. 
5, lines 27-42). 

51. As to claim 20, it features the same limitation as claim 5 and is rejected for the same 
reasons as claim 5. 

52. Claims 5-6 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent Number 6,182,050 to Ballard in view of U.S. Patent Number 5,742,768 to Gennaro et al.. 

53. As to claim 5, Ballard teaches claim 2; however, Ballard does not explicitly teach the use 
of nested menus. 

Gennaro teaches the use of nested menus in a menu of navigation options (col. 5, lines 6- 

42). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Ballard regarding a system for displaying 
banners with the teachings of Gennaro regarding the nesting of menus because menus provide a 
user with an easy and efficient way to access a webpage (Gennaro, col. 5, lines 27-42). 

54. As to claim 6, Ballard teaches claim 2; however, Ballard does not explicitly teach the use 
of cascaded menus. 

Gennaro teaches the use of cascaded menus in a menu of navigation options (col. 5, lines 

6-42). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Ballard regarding a system for displaying 
banners with the teachings of Gennaro regarding the cascaded of menus because menus provide 
a user with an easy and efficient way to access a webpage (Gennaro, col. 5, lines 27-42). 
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55. As to claim 20, it features the same limitation as claim 5 and is rejected for the same 
reasons as claim 5. 

56. Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Number 6,182,050 to Ballard in view of U.S. Patent Number 6,587,127 to Leeke et al.. 

57. As to claim 30, Ballard teaches the software of claim 29, however Ballard does not 
explicitly teach options including email addresses. 

Leeke teaches software providing one or more e-mail address to send e-mail regarding a 
banner advertisement (col. 7, lines 17-30). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Ballard regarding a system for displaying 
banner advertisements with the teachings of Leeke regarding the use of e-mail addresses because 
e-mail provides a more direct manner of feedback (Leeke, col. 7, lines 17-30). 

58. Claims 35, 38-39, and 54-55 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent Number 6,182,050 to Ballard in view of U.S. Patent Number 6,493,702 to Adar 
et al. 

59. As to claim 35, Ballard teaches the software of claim 28; however Ballard does not 
explicitly teach the use of an icon. 

Adar teaches an alerting means for alerting the end-user that software has been changed 
on the end-user computer (col. 6, lines 35-46). 

It would have been obvious to one of ordinary skill in the Computer networking art at the 
time of the invention to combine the teachings of Ballard regarding a system for displaying 
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banner advertisements with the teachings of Adar regarding icons because icons attract a 
computer user's attention (Adar, col. 6, lines 35-46). 

60. As to claims 38 and 54, they feature the same limitations as claim 35 and thus rejected for 
the same reason as claim 35. 

61. As to claims 39 and 55, the icon is considered a button therefore claims 39 and 55 are 
also rejected for the same reasons as claim 35. 

62. Claim 56 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Number 6,571,245 to Huang et al. in view of U.S. Patent Number 6,493,702 to Adar et aL 

63. As to claim 56, Huang teaches software stored in a machine readable format comprising: 
a means for displaying an icon on a screen on and end-user computer said icon operable to 
launch the software (col. 6, lines 8-15), a means for accessing a displaying data on said end-user 
computer, a means for detecting a network connection and executing a transaction with a 
network server to determine if at least some of said data should be updated, a means for 
executing said transaction and updating said data (col. 12 ,lines 1-34); however Huang does not 
teach an alerting means for altering an appearance of said icon on said screen after said data is 
updated. 

Adar teaches an alerting means for altering an appearance of an icon on a screen after 
data is updated (col. 6, lines 35-46). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Huang regarding a software for updating data 
with the teachings of Adar regarding altering an icon after an update because an altered icon 
attracts a user's attention (Adar, col. 6, lines 35-46). 
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64. As to claim 57, Adar teaches data stored on an end-user computer (col. 6, lines 35-46). 

65. As to claim 58, Huang teaches data being email (col. 4, lines 47-67). 

66. As to claim 61, Adar teaches software for alerting means further comprises a means of 
returning appearance of said icon on said screen to an unaltered appearance after updated data 
has been displayed on said screen, said altered appearance being the same as before said 
appearance was altered (col. 6, lines 35-46). 

67. As to claims 62-63, they feature the same limitations as claims 57 and 58 and are rejected 
for the same reasons. 

68. As to claim 64, Huang teaches a targeted message displayed on the screen (col. 4, lines 



69. Claims 59-60 and 65-66 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent Number 6,571,245 to Huang et al. in view of U.S. Patent Number 6,493,702 to Adar 
et al. in further view of U.S. Patent Number 5,623,679 to Rivette et al.. 

70. As to claim 59, the Huang- Adar combination makes claim 56 obvious; however neither 
Huang nor Adar explicitly teach the use of colors for changing icon appearance. 

Rivette teaches altering the appearance of an icon by changing the color (col. 33, lines 
47-67 and col. 34, lines 1-3). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of the Huang- Adar combination regarding 
updating of software with the teachings of Rivette regarding the changing of icon colors because 
color is a very noticeable part of icon appearance (Rivette, col. 33, lines 47-67 and col. 34, lines 



47-67). 



1-3). 
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71 . As to claim 60, changing color is considered highlighting therefore claim 60 is rejected 
for the same reasons as claim 59. 

72. As to claims 65 and 66, they feature the same limitations as claims 59 and 60 and are 
rejected for the same reasons as claims 59 and 60. 



Response to Arguments 
73. Applicant's arguments filed 1/13/2004 have been fully considered but they are not 
persuasive. The applicant argues the following points: (a) The Wynbaltt patent fails to disclose a 
means for displaying the message when the banner is displayed on a screen on an end-user 
computer; (b) The Wynblatt patent fails to disclose a menu display means for presenting a menu 
of navigation options when an end-user clicks on the banner and at least a portion of the 
navigation options are URLs on a network to which end-user computer is connectable; (c) the 
Wynblatt patent fails to disclose a template means for selecting navigation options for the banner 
software; (d) Wynblatt does not even suggest a menu display means for presenting a menu of 
navigation options when an end-user clicks on the banner that displays a menu of navigation 
options; (e) The Ballard patent fails to disclose a means for displaying a message when the 
banner is displayed on a screen on an end-user computer; (f) there is nothing disclosed in Ballard 
that remotely resembles or operates like the menu display means for presenting a menu of 
navigation options when an end-user clicks on the banner that displays a menu of navigation 
options; (g) Adar does not disclose or suggest that any of the mentioned icons are operable to 
launch software; (h) there is no banner disclosed in Ballard that is capable of displaying a menu 
but rather Ballard can be used to go to a Web page; (i) Gennaro does not teach or disclose a 
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banner but rather a Web page with menus and nested menus; (j) There is no motivation for 
combining the Huang and Adar references; and (k) there is nothing in Rivette to teaches altering 
the appearance of an icon by changing the color. 

74. As to point (a), Wynblatt teaches transmitters are the messaging means and the banner is 
the advertisement sent from the transmitter. 

75. As to point (b), the grab option in the cited portion of Wynblatt allows a user to navigate 
a menu by grabbing a URL of grabbing a next URL until the user finds the URL he or she is 
looking for. 

76. As to point (c), the CGI program in the cited portion of Wynblatt is a template for 
displaying information. 

77. As to point (d), As discussed in point (b), the grab option provides a the user with a URL 
when clicked on after the user is altered by a message (col. 4, lines 38-67). 

78. As to point (e), col. 3, lines 21-35 clearly contradicts this point. 

79. As to point (f), when clicked on the advertisement displays a web page (col. 10, lines 1- 
25). Web pages often have hyperlinks that can be considered a menu of navigation options. 

80. As to point (g), in Adar when the icon changes color, some form of software is launched. 
There are no limitations that define the software or define a launch. 

81 . As to point (h), this argument has been addressed with the rebuttal to point (f). 

82. As to point (i), the term banner is interpreted broadly since the claim language does not 
feature any limitations that clearly define a banner. 

83. As to point (j), there was proper motivation provided in the last office action. 
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84. As to point (k), the term icon is interpreted broadly so that the color changed text is 
interpreted as an icon. 



85. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

86. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas B Blair whose telephone number is 703-305-5267. The 
examiner can normally be reached on 8:30am-5pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Harvey can be reached on 703-305-9705. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3800. ^ ^ 



Conclusion 
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